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DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "shutoff 
mechanism" of claim 1 1 must be shown or the feature(s) canceled from the claim(s). 
No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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2. Figure 4 should be designated by a legend such as -Prior Art-- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Specification 

3. The disclosure is objected to because of the following informalities: 

On page 1 , line 5, the reference to the "characteristics of claim 1" should be 
removed from the specification. 

On page 1 , line 9, patent "DE 198 06 675" should be changed to --DE 198 05 

675-. 

On page 2, line 2, the reference to the "characteristics of claim 1" should be 
removed from the specification. 

Appropriate correction is required. 

Claim Objections 

4. Claims 5, 6, 9 and 10 are objected to because of the following informalities: 
In Claim 5, line 3, "the roller lever" should be changed to - a roller lever-. 
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In Claim 6, line 3 "the roller lever" should be changed to -- a roller lever--. 
In Claim 9, line 3, "the roller lever" should be changed to - a roller lever-. 
In Claim 9, line 5, "the spring element" should be changed to -- a spring element. 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 7 and 8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 7 and 8 cite that the second stop (21) can be set to various distances 
from the roller lever. However, it is unclear from the specification how this action is 
accomplished. The fourth paragraph on page 5 of the specification states that there is 
an adjusting knob that makes it possible to manually set the second stop to different 
distances, where the different distances are referred to as various vertical positions 
above the roller lever. However, there is no discussion of how the knob operates with 
respect to setting the second stop at these various vertical positions above the roller 
lever. It appears that the knob is shown in the drawings, but there is no reference 
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number assigned to the feature. Fig. 2 of the drawings shows what appears to be the 
adjusting knob connected to the second stop, but there are no secondary figures 
showing how the knob operates to adjust the vertical height of the second stop. It is 
unclear how the knob functions to change the vertical position of the second stop above 
the roller lever and thus how the second stop can be set at these various distances. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 10 and 11 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 10 recites the limitation "the spring force" in the last two lines of the claim. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 10 recites the limitation "the compression spring force" in the last line of 
the claim. There is insufficient antecedent basis for this limitation in the claim. 

Regarding claim 1 1, the phrase "in particular" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-8 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Durr et al.,(U.S. Patent 5,644,846), herein referred to as Durr. Durr discloses a motor 
driven compass saw machine (reciprocating jig-saw) having a housing (1) that contains 
a longitudinally moving lifer rod (slide, 5), which supports a saw blade (2), and an 
oscillating mechanism (balancing mass, 13) that is able to impart a variable oscillation 
stroke, which is oriented lateral to the longitudinal motion, to the saw blade (2), wherein 
it is possible to automatically adjust the oscillation stroke smoothly between the 
maximum and minimum stroke during the sawing process, as a function of the operating 
mode (see column 4, lines 57-67). 

In regards to claim 2, Durr discloses that the oscillation mechanism (13) has a 
roller lever (pivoting fork, 19) that is disposed in the housing (1) can rotate around a 
horizontal first axis (point of rotation, 23), and supports a roller (support roller, 21) that 
remains in contact with the saw blade (2) and can rotate around a horizontal second 
axis (center of roller 21), and whose oscillation mechanism has a fork lever (13) that 
periodically deflects the roller lever (19), wherein it is possible to control the oscillation 
stroke as a function of the pressure of the saw blade (2) against a work piece to be 
sawn (see columns 3,4, lines 59-67 and lines 1-8). 

In regards to claim 3, Durr discloses that the oscillation mechanism includes a 
spring element (not numbered, as shown in Fig 1 , to the left of reference 16), that is 
disposed between the housing (1 ) and the end (upper flat surface) of the roller lever 
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(19) orientated away from the roller (21) and cooperates with a component parallel to 
the deflection direction of the fork lever (13). 

In regards to claim 4, Durr discloses that parallel to the spring element (not 
numbered), a damping device (not numbered) is disposed between the housing (1) and 
the end of the roller lever (19) orientated away from the roller (21). The damping device 
is considered the parallel, vertical member to the right of the spring that acts to dampen 
the oscillation of the roller lever by providing an impeding force on the top corner of the 
lever during spring compression. 

In regards to claim 5, Durr discloses that underneath the roller lever (19), in the 
region of its end orientated away from the roller (21), a first stop (sliding surface, 17) is 
provided on the housing (1), where the sliding surface prevents the roller lever (19) from 
sliding backwards. 

In regards to claim 6, Durr discloses that above the roller lever (19), in the region 
of its end orientated away from the roller (21) a second stop (stop limit, 26) is provided 
on the housing (1), shown in Figures 2-5. 

In regards to claim 7, Durr discloses that the second stop (26) can be set to 
various distances from the roller lever (19) via knob 25, see column 4, lines 57-67. 

In regards to claim 8, Durr discloses that the second stop (26) can be manually 
set to various distances from the roller lever (19) via knob 25, see column 4, lines 57- 
67. 
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In regards to claim 11, Durr discloses a shutoff mechanism (latching means, 24) 
as shown in Figures 2-5 that is positional between positions A and B, where A 
represents a "shutoff' position. 



Claim Rejections - 35 USC § 103 

1 1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Durr in view of Walton II (U.S. Patent 4,238,884), herein referred to as Walton. Durr 
discloses the claimed invention, except that there is a second spring that presses the 
saw blade (2) against the roller (21). However attention is directed to the Walton device 
that discloses an orbital jig saw with a compression spring (106) that presses the saw 
blade against the roller via slide bearing 100. The action of the compressive spring on 
the slide bearing provides the saw blade positive guiding and driving control with no lost 
motion (column 5, lines 1 1-23). It would have been obvious to one having ordinary skill 
in the art to have provided a compression spring on the device of Durr in view of the 
teachings of Walton in order to provide a positive guiding and driving control for the saw 
blade. 



Application/Control Number: 10/520,792 Page 9 

Art Unit: 3724 

In regards to claim 10, Durr, as previously modified by Walton, discloses that 
wherein a deflection of the roller lever (19) only occurs if the advancing force of the 
compass saw machine is greater than the difference between the spring force and the 
compression spring force. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. U.S. Patent 4,628,605 to Clowers discloses a varibly oscillating 
bayonet saw with a roller feeder. U.S. Patent 5,819,421 to Giacometti et al., U.S. 
Patent 5,727,322 to Giacometti, U.S. Patent 5,819,421, to Giacometti et al., U.S. Patent 
4,262,421 to Bergler et al., U.S. Patent 5,205,043 to Batt et al., U.S. Patent 6,553,675 
to Orrico, U.S. Patent 2,775,272 to Papworth, and U.S. Patent 5,778,538 to Gentinetta 
et al., all disclose jigsaws with oscillating roller feeder mechanisms. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura M. Brean whose telephone number is (571) 272- 
8339. The examiner can normally be reached on Monday through Friday, 8:00am to 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Allan N. Shoap can be reached on (571) 272-4514. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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PRIMARY EXAMINER 



